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Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-7 and 10-17 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the enablement requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to enable one skilled in 
the art to which it pertains, or with which it is most nearly connected, to make and/or use 
the invention. The claimed range of a borehole with a diameter of about 10 micrometers 
or less encompass diameters that are less than the size of one atom; a borehole 
diameter not enabled by the specification. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 4 and 15 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. The term "micron-sized" or "nanometer-sized" in 
claim 4 is a relative term which renders the claim indefinite. The terms "micron-sized" 
or "nanometer-sized" is not defined by the claim, the specification does not provide a 
standard for ascertaining the requisite degree, and one of ordinary skill in the art would 
not be reasonably apprised of the scope of the invention. In fact any particle can be 
expresses in any scale desired, thus noting that its micron-sized does not provide an 
exact magnitude. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-7, 10-20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Reiber et al (US 6,354,479) in view of Perlberg et al (US 5,421 ,503). Reiber 
discloses a method for producing ceramic bonding tools. The method comprises of 
forming a mixture of fine sinterable material and one degradable organic thermoplastic 
material, deemed as the disclosed binder, organic solvents, dispersants and sintering 
aids (see Reiber Col. 5, lines 5-25). While Reiber is silent of "accurately determined 
value" of sinterable and thermoplastic material, it is obvious to a person of ordinary skill 
in the art that the amounts of material are predetermined in order to obtain the desired 
composition that can be formed .into a bonding tool. The claimed step c is deemed as 
molding the mixture into wedges and drying the wedges to extract the binders and 
dispersants before finally sintering the wedges into dense products, which are wire 
bonding capillaries as shown in figures 1-3. The disclosed step of Reiber of sintering is 
deemed as comprising part of claimed step (d). It is also noted that sintering of the 
oversized wedges into a dense end product reduces the diameter of the borehole. 

m 

While Reibert is silent disclosing the size of the borehole formed in the ceramic 
bonding tool, Perlberg notes that the diameter of the borehole is depended on the size 
of the wire running through the bonding tool, see col .3, lines 23-31 . Hence, at the time 
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the invention was made, it would have been obvious to a person of ordinary skill in the 
art to have provided Reibert's borehole with a diameter of 10 micrometers or less in 
order to accommodate a wire running through the borehole of the bonding tool as taught 
by Perlberg. 

Thus in providing a borehole of diameter of 10 micrometers or less, applicant is 
merely specifying the type of wire that the bonding tool can accommodate. 

As for claim 3, the sinterable material are ceramics and metals as shown in Col. 
6 of Reibert. 

As for claim 4, Reibert notes that the sinterable material is in fine powder, the 
diameters of the fine powders can be expressed using a nano scale, micron scale, and 
in fact a kilometer scale. 

As for claim 5, organic solvents encompasses the claimed waxes, greases and 

oils. 

As for claims 13-18, the extraction of the thermoplastic material and sintering of 
the sinterable material would densify the molded green oversized bonding wedges into 
dense wire bonding tools. 

As for claim 20, the sintering of the wedge would cause it to densify and reduce 
its borehole diameter, thus the final dimensions would be obtained during sintering as 
claimed. 

Response to Arguments 

Applicant's arguments with respect to claims 1-7 and 10-20 have been 
considered but are moot in view of the new ground(s) of rejection. 
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Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. References A-D have been cited to show the state of the art. 

* 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Carlos Lopez whose telephone number is 
571.272.1193. The examiner can normally be reached on Mon.-Fri. 8am - 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steven Griffin can be reached on 571 .272.1 1 89. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 
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